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DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), 
which papers have been placed of record in the file. 



Information Disclosure Statement 

2. The information disclosure statements (IDS) submitted on 04/21/00, 
05/12/00, 07/24/00, 12/21/00, 08/06/02, and 10/23/are in compliance with the 
provisions of 37 CFR 1 .97. Accordingly, the information disclosure statements 
are being considered by the examiner. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 3, 4, 23, and 29 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claim 3 recites the limitation "...the detected bit error ratio of the received 
signal,... " in claim 3, line 4. There is insufficient antecedent basis for this 
limitation in the claim. 

It is suggested "the detected bit error ratio" be changed to -a detected bit 
error ratio--. 
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Claim 4 recites the limitation "...the frame erasure ratio of the received 
signal,..." in claim 4, line 4. There is insufficient antecedent basis for this 
limitation in the claim. 

It is suggested "the frame erasure ratio" be changed to -a frame erasure 

ratio-. 

Claim 23 recites the limitation "a parameter describing the location of the 
mobile station" in claim 23, lines 1-2. There is insufficient antecedent basis for 
this limitation in the claim. 

It is suggested "the location" be changed to -a location--. 

Claim 29 recites the limitation "data describing the location of the mobile 
station" in claim 29, line 2. There is insufficient antecedent basis for this 
limitation in the claim. 

It is suggested "the location" be changed to -a location--. 



Double Patenting 

5. A rejection based on double patenting of the "same invention" type finds 
its support in the language of 35 U.S.C. 101 which states that "whoever invents 
or discovers any new and useful process ... may obtain a patent therefor ..." 
(Emphasis added). Thus, the term "same invention," in this context, means an 
invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co., 151 
U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be 
overcome by canceling or amending the conflicting claims so they are no longer 
coextensive in scope. The filing of a terminal disclaimer cannot overcome a 
double patenting rejection based upon 35 U.S.C. 101. 
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6. Claim 2 is rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claim 1 of prior U.S. Patent No. 6,687,499. This is a double patenting 
rejection. 

Claim 2 of the pending application is identical to claim 1 of prior U.S. 
Patent No. 6,687,499, since both recite the same method for testing the 
functioning of downlink data communication in a mobile station equipped for 
receiving a signal in the downlink direction and for sending a signal the uplink 
direction, the method comprising the steps of: receiving a test signal in the 
downlink direction, generating a pseudorandom bit sequence at the mobile 
station in order to produce a known form of the test signal; comparing the 
received test signal to the known form of the test signal, producing and 
temporarily storing information about errors which were detected in the received 
test signal during the comparing step; and sending in the uplink direction a 
signal representing the stored information about errors. 



7. The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may 
be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 
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8. Claims 1 , 3-8, 12,13, and 24-26 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 
1-7 and 10-14 of U.S. Patent No. 6,687,499. Although the conflicting claims are 
not identical, they are not patentably distinct from each other because: 

Regarding claim 1 , the claim 1 of U.S. Patent No. 6,687,499 encompasses 
all limitations including a method for testing the functioning of downlink data 
communication in a mobile station equipped for receiving a signal in the downlink 
direction and for sending a signal the uplink direction, the method comprising the 
steps of: receiving a test signal in the downlink direction, comparing the received 
test signal to a known form of the test signal, producing and temporarily storing 
information about errors which were detected in the received test signal during 
the comparing step; and sending in the uplink direction a signal representing the 
stored information about errors. 

Regarding claim 3, the claim 2 of U.S. Patent No. 6,687,499 encompasses 
all limitations including the step of producing and temporarily storing information 
about errors detected in the received test signal during the comparing step 
comprises the step of producing and temporarily storing information about the 
detected bit error ratio of the received signal, and the step of sending in the 
uplink direction a signal representing the stored information about errors 
comprises the step of sending in the uplink direction a signal representing the 
detected bit error ratio. 
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Regarding claim 4, the claim 3 of U.S. Patent No. 6,687,499 encompasses 
all limitations including wherein the step of producing and temporarily storing 
information about errors detected in the received test signal during the comparing 
step comprises the step of producing and temporarily storing information about 
the frame erasure ratio of the received signal, and the step of sending in the 
uplink direction a signal representing the stored information about errors 
comprises the step of sending in the uplink direction a signal representing the 
detected frame erasure ratio. 

Regarding claim 5, the claim 4 of U.S. Patent No. 6,687,499 encompasses 
all limitations including the steps of: receiving a command of a certain first 
protocol level in the downlink direction, in response to the received command, 
setting the mobile station into a test mode where no notification about an 
established bi-directional communication link is sent to protocol levels higher 
than said first protocol level. 

Regarding claim 6, the claim 5 of U.S. Patent No. 6,687,499 encompasses 
all limitations including wherein the first protocol level is a Layer 3 RR level. 

Regarding claim 7, the claim 6 of U.S. Patent No. 6,687,499 encompasses 
all limitations including wherein in a mobile station equipped for converting a 
downlink signal to baseband and for demodulating, decrypting and channel 
decoding the signal converted to baseband, the step of comparing the received 
test signal to a known form of the test signal is performed after demodulation 
and decryption but prior to channel decoding. 



Application/Control Number: 09/538,082 Page 
Art Unit: 2685 

Regarding claim 8 t the claim 7 of U.S. Patent No. 6,687,499 encompasses 
all limitations including wherein in a mobile station equipped for converting a 
downlink signal to baseband and for demodulating, decrypting and channel 
decoding the signal converted to baseband, the step of comparing the received 
test signal to a known form of the test signal is performed after demodulation, 
decryption and channel decoding. 

Regarding claim 12, the claim 10 of U.S. Patent No. 6,687,499 
encompasses all limitations including a method for testing the functioning of 
downlink data communication in a cellular radio system, comprising the steps of: 
sending a test signal from a base station to at least one mobile station, receiving 
the test signal sent by the base station at a mobile station, comparing the test 
signal received at the mobile station to a known form of the test signal, 
producing and temporarily storing at the mobile station information about errors 
which were detected in the received test signal during the comparing step, 
sending information representing the stored information about errors from the 
mobile station to a base station, receiving the information sent by the mobile 
station at a base station, and storing the information received by the base 
station in the cellular radio system. 

Regarding claim 13, the claim 11 of U.S. Patent No. 6,687,499 
encompasses all limitations including the steps of: sending a test signal from a 
large number of base stations to a large number of mobile stations, receiving 
information sent by a large number of mobile stations at a large number of base 
stations, storing the information received by the base stations at a control station 
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of the cellular radio system, and producing, at the control station, information 
representing the quality of downlink data communication in the cellular radio 
system. 

Regarding claim 24, the claim 12 of U.S. Patent No. 6,687,499 
encompasses all limitations including a mobile station of a cellular radio system, 
comprising: reception means for receiving a signal in the downlink direction, 
transmission means for sending a signal in the uplink direction, comparison 
means for comparing a received test signal to a known form of the test signal, 
means for producing and temporarily storing information about errors which 
were detected in the received test signal by said comparison means, and uplink 
sending means for sending in the uplink direction a signal representing the 
stored information about errors. 

Regarding claim 25, the claim 13 of U.S. Patent No. 6,687,499 
encompasses all limitations including downconversion means for converting 
received downlink data to baseband, a demodulator for demodulating the data 
converted to baseband, decrypting means for decrypting the demodulated data, 
a channel decoder for channel decoding the demodulated and decrypted data, a 
channel encoder for channel encoding uplink data, encrypting means for 
encrypting the channel encoded uplink data, a modulator for modulating the 
encrypted channel encoded uplink data onto baseband oscillations, and 
upconversion means for converting the modulated baseband oscillations onto a 
transmission frequency for transmitting, wherein said comparison means, said 
means for producing and temporarily storing information about errors and said 
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uplink sending means are arranged to establish a coupling from the output of 
the decrypting means to the input of the encrypting means. 

Regarding claim 26, the claim 14 of U.S. Patent No. 6,687,499 
encompasses all limitations including: downconversion means for converting 
received downlink data to baseband, a demodulator for demodulating the data 
converted to baseband, decrypting means for decrypting the demodulated data, 
a channel decoder for, channel decoding the demodulated and decrypted data, 
a channel encoder for channel encoding uplink data, encrypting means for 
encrypting the channel encoded uplink data, a modulator for modulating the 
encrypted channel encoded uplink data onto baseband oscillations, and 
upconversion means for converting the modulated baseband oscillations onto a 
transmission frequency for transmitting, wherein said comparison means, said 
means for producing and temporarily storing information about errors and said 
uplink sending means are arranged to establish a coupling from the output of 
the channel decoder to the input of the channel encoder. 



Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
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application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

10. Claims 1,3, 12-14, 21, 22, 24, and 27 are rejected under 35 U.S.C. 102(e) 
as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
Nakamura(US 5,943,617). 

Regarding claim 1 , Nakamura (figures 2-4) discloses a method for testing 
the functioning of downlink data communication in a mobile station (test terminal 
11) equipped for receiving a signal in the downlink direction and for sending a 
signal the uplink direction, the method comprising the steps of: receiving a test 
signal in the downlink direction (column 5, lines 34-55), comparing the received 
test signal to a known form of the test signal (column 6, lines 1-4), producing and 
temporarily storing information about errors which were detected in the received 
test signal during the comparing step (column 6, lines 4-12, the error rate is 
either inherently or obviously stored temporarily in the test terminal before being 
transmitted to the testing device); and sending in the uplink direction a signal 
representing the stored information about errors (column 6, lines 13-22). 

Regarding claim 3, Nakamura discloses wherein the step of producing and 
temporarily storing information about errors detected in the received test signal 
during the comparing step comprises the step of producing and temporarily 
storing information about the detected bit error ratio of the received signal 
(column 6, lines 4-12), and the step of sending in the uplink direction a signal 
representing the stored information about errors comprises the step of sending in 
the uplink direction a signal representing the detected bit error ratio (column 6, 
lines 13-22). 
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Regarding claim 12, Nakamura (figures 2-4) discloses a method for testing 
the functioning of downlink data communication in a cellular radio system, 
comprising the steps of: sending a test signal from a base station to at least one 
mobile station (column 5, lines 29-33), receiving the test signal sent by the base 
station at a mobile station (column 5, lines 34-55), comparing the test signal 
received at the mobile station to a known form of the test signal (column 6, lines 
1-4), producing and temporarily storing at the mobile station information about 
errors which were detected in the received test signal during the comparing step 
(column 6, lines 4-12, the error rate is either inherently or obviously stored 
temporarily in the test terminal before being transmitted to the testing device), 
sending information representing the stored information about errors from the 
mobile station to a base station (column 6, lines 13-22), receiving the information 
sent by the mobile station at a base station, and storing the information received 
by the base station in the cellular radio system (column 6, lines 16-22). 

Regarding claim 13, Nakamura discloses the steps of: sending a test 
signal from a large number of base stations to a large number of mobile stations, 
receiving information sent by a large number of mobile stations at a large number 
of base stations, storing the information received by the base stations at a control 
station of the cellular radio system, and producing, at the control station, 
information representing the quality of downlink data communication in the 
cellular radio system (column 4, lines 25-36). 

Regarding claim 14, Nakamura discloses wherein for measuring the 
general quality of data transmission in a cellular radio system comprising base 
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stations and mobile stations it comprises the steps of: generating a test signal 
which is transmitted, via a base station of the cellular radio system, to a mobile 
station of the cellular radio system (column 5, lines 29-33); generating and 
storing at the mobile station information describing the occurrence of errors in the 
test signal received by the mobile station (column 6, lines 4-12); transmitting from 
the mobile station to the base station of first error message describing the 
occurrence errors within a given block of data of the test signal received by the 
mobile station (column 6, lines 13-22); and transmitting from the mobile station to 
a certain control unit a second error message describing the first error message 
received from the mobile station of the cellular radio system (column 6, lines 16- 
22). 

Regarding claim 21 , Nakamura discloses the mobile station transmits to 
the base station the value of the average bit error ratio or frame erasure ratio 
within a given block of data as detected by the mobile station (column 6, lines 5- 
16). 

Regarding claim 22, Nakamura discloses the data received from the 
mobile station is transmitted as such to the control unit (column 6, lines 16-22). 

Regarding claim 24, Nakamura (figures 2-4) discloses a mobile station 
(1 1 ) of a cellular radio system, comprising: reception means (16) for receiving a 
signal in the downlink direction, transmission means(17) for sending a signal in 
the uplink direction, comparison means for comparing a received test signal to a 
known form of the test signal (column 6, lines 1-4), means for producing and 
temporarily storing information about errors which were detected in the received 
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test signal by said comparison means (column 6, lines 4-12, the error rate is 
either inherently or obviously stored temporarily in the test terminal before being 
transmitted to the testing device), and uplink sending means for sending in the 
uplink direction a signal representing the stored information about errors (column 
6, lines 13-22). 

Regarding claim 27, Nakamura (figures 2-4) discloses a system for 
measuring the general quality of data transmission in a cellular radio system, the 
system comprising a base station subsystem (testing device 15) and a mobile 
station (testing terminal 11), comprising: in the base station subsystem, means 
for generating a test signal and for transmitting it via a base station of the cellular 
radio system to the mobile station of the cellular radio system (column 4, lines 
47-58); in the mobile station, means for generating and storing data describing 
the occurrence of errors in the test signal received by the mobile station (column 
6, lines 4-12, the error rate is either inherently or obviously stored temporarily in 
the test terminal before being transmitted to the testing device), and means for 
transmitting a first error message to the base station subsystem, the first error 
message describing the occurrence of errors in a certain block of data in the test 
signal received by the mobile station (column 6, lines 13-20); and a control unit 
for collecting such error data that describes the error messages received by the 
base station subsystem of the cellular radio system from the mobile stations 
(column 6, lines 20-22). 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

12. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

1 3. Claims 2,17,1 8, and 28 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Nakamura in view of Chen et al. (US 5,726,991). 

Regarding claim 2, 17, 18, and 28, Nakamura fails to disclose the step of 
generating a pseudorandom bit sequence at the mobile and the base station 
subsystem in order to produce the known form of the test signal, and comparing 
at the mobile station the self-generated pseudorandom bit sequence with the 
received test signal. However, Chen et al. disclose generating a pseudorandom 
bit sequence at both transmitter and receiver, and comparing the self-generated 
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pseudorandom bit sequence with the received test signal (column 2, lines 31-41). 
Therefore, it would have been obvious for one having ordinary skill in the art at 
the time the invention was made to adapt the teaching of Chen et al. to the 
method of Nakamura in order to perform a more precise test by comparing the 
identical bit test pattern. 



14. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nakamura in view of Wing (US 5,570,373). 

Regarding claim 4, Nakamura fails to specifically disclose the error 
information is a frame erasure ratio. However, Wing disclose calculating the 
frame erasure ratio as error information (column 10, lines 1-11). Therefore, it 
would have been obvious for one having ordinary skill in the art at the time the 
invention was made to adapt the teaching of Wing to the method of Nakamura to 
use frame erasure ratio as error information as system design choice of error 
form. 



15. Claims 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nakamura in view of Yutaka et al. (JP 9-205675, the partial English 
translation submitted by the Applicant) 

Regarding claim 9, Nakamura (figures 2-4) discloses a method for testing 
the functioning of data communication in a communication connection between a 
device equipped for sending a signal in the downlink direction and for receiving a 
signal in the uplink direction and a mobile station equipped for receiving a signal 
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in the downlink direction and for sending a signal in the uplink direction, 
comprising the steps of: generating a first test sequence; sending the first test 
sequence in the downlink direction to the mobile station (column 4, lines 47-58); 
producing at the mobile station a third test sequence corresponding to the first 
test sequence in order to detect differences between the first and the third test 
sequences (column 5, lines 1-6; column 6, lines 1-4); and sending in the uplink 
direction from the mobile station information representing the differences 
detected between the first and third test sequences (column 6, lines 4-20). 
Nakamura fails to disclose generating errors in a known way in the first test 
sequence to produce a second test sequence. However, Yutaka et al. disclose 
generating a known error pattern for testing, and comparing the known error 
pattern with a generated random number pattern (see paragraph [0102]). 
Therefore, it would have been obvious for one having ordinary skill in the art at 
the time the invention was made to adapt the teaching of Yutaka et al. to the 
method of Nakamura as a system design preference using a known error pattern 
for testing. 

Regarding claims 10 and 11, Nakamura and Yutaka disclose the method 
of claim 19. In addition, Nakamura discloses wherein the step of sending the test 
sequence in the downlink direction to the mobile station comprises the step of 
sending the test sequence from a test equipment of a base station to the mobile 
station under testing, and the step of sending in the uplink direction from the 
mobile station information representing the error detection comprises the step of 
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sending the information from the mobile station under testing to the test 
equipment or the base station (column 5, lines 51-55; and column 6, lines 4-22). 



Allowable Subject Matter 

16. Claims 15, 16, 19, 20, and 30 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

Regarding claims 15 and 16, Nakamura discloses the method of claim 14, 
however, Nakamura fails to teach the test signal is a pilot signal or a 
synchronization sequence in a downlink burst transmitted by the base station. 

Regarding claims 19 and 20, Nakamura discloses the method and system 
of claim 14. However, Nakamura fails to teach a location message is transmitted 
with the first error message from the mobile to the base station. 

Regarding claim 30, Nakamura discloses the method and system of claim 
27. However, Nakamura fails to teach a location of the mobile is transmitted to 
the control unit with the error message. 

1 7 Claims 23 and 29 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, second paragraph, set forth in this Office action 
and to include all of the limitations of the base claim and any intervening claims. 
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Regarding claim 23, Nakamura discloses the method and system of claim 
14. However, Nakamura fails to teach a location of the mobile is transmitted to 
the control unit with the error message. 

Regarding claim 29, Nakamura discloses the method and system of claim 
27. However, Nakamura fails to teach a location message is transmitted with the 
first error message from the mobile to the base station. 

Conclusion 

18. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
or faxed to: 

(703) 872-9314 

Hand-delivered responses should be brought to Crystal Park II, 
2021 Crystal Drive, Arlington, VA 22202. Sixth Floor 
(Receptionist). 

Any inquiry concerning this communication from the examiner should be 
directed to Quochien B. Vuong whose telephone number is (703) 306-4530. The 
examiner can normally be reached on Monday through Friday from 9:30 a.m. to 
6:00 p.m. EST. 

If attemps to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Urban, can be reached on (703) 305-4385. 
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Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the Customer Service whose telephone 
number is (703) 306-0377. 




QUOCHIENB.VUONG 
PRIMARY EXAMINER 



Quochien B. Vuong 
Mar. 31, 2004. 



i 



